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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In re Application Serial No. 85/213,453 
Filed: January 8, 2011 
For Mark: NYC BEER LAGER and Design 
Published in the Official Gazette: December 6, 2011 
 
- - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - X  

 
Opposition No. 91204122 
 
 

EMPIRE STATE BUILDING COMPANY L.L.C., 
 

Opposer, 

v. 

MICHAEL LIANG, 
Applicant. 

:
: 
: 
: 
: 
: 
: 
: 
: 
:

- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- --X
Commissioner for Trademarks 
Attn: Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, VA 22313-1451 
 

OPPOSER’S MOTIONS TO COMPEL AND TO SUSPEND 

Upon the annexed Declaration of William M. Borchard and the exhibits thereto, Opposer 

hereby moves for an order pursuant to 37 C.F.R. §2.120(e), T.B.M.P. § 523 and Fed. R. Civ. P. 

37(a), compelling Applicant to respond to Opposer’s First Set of Interrogatories and Request for 

Production of Documents and Things.  As grounds for the motion to compel, Opposer states that 

Applicant has failed to respond to Opposer’s discovery requests despite follow-up efforts by 

Opposer to obtain such responses.   

Pursuant to 37 C.F.R. § 2.120(e), and in light of the scheduled deadline for serving  

Opposer’s pretrial disclosures by July 1, 2013, Opposer also requests that this matter be 

suspended and that the pretrial disclosure, trial and other periods be reset once the Board decides 

this motion. 
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MEMORANDUM IN SUPPORT OF MOTIONS  

STATEMENT OF FACTS  

The facts on which this motion is based are set forth fully in the accompanying 

declaration of William M. Borchard (“Borchard Decl.”) and are summarized briefly here for the 

Board’s convenience.   

Opposer initiated this proceeding by filing a Notice of Opposition on March 1, 2012, 

against Application Serial No. 85/213,453 filed by Michael Liang (“Applicant”) seeking to 

register the mark NYC BEER LAGER and Design shown below:  

 

(“Applicant’s Mark”) for “Alcohol-free beers; Beer; Beer, ale and lager; Beer, ale and porter; 

Beer, ale, lager, stout and porter; Beer, ale, lager, stout, porter, shandy; Beers; Black beer; 

Brewed malt-based alcoholic beverage in the nature of a beer; Coffee-flavored beer; De-

alcoholised beer; Extracts of hops for making beer; Flavored beers; Ginger beer; Hop extracts for 

manufacturing beer; Imitation beer; Malt beer; Malt extracts for making beer; Malt liquor; Non-

alcoholic beer; Pale beer; Porter” in International Class 32.  Borchard Decl. ¶ 1.  The Notice of 

Opposition alleged that registration of Applicant’s Mark was likely to result in confusion, falsely 

suggest a connection between Applicant and Opposer, and/or cause a likelihood of dilution by 

blurring of the distinctive quality of Opposer’s Empire State Building Marks, as defined in 

Paragraph 1 of the Notice of Opposition.  Borchard Decl. ¶ 2.   
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On September 19, 2012, the parties filed a consented Motion to Waive Initial 

Disclosures, which was noted by the Board on October 10, 2012.   Borchard Decl. ¶ 3 and Ex. A.   

Thereafter, on February 19, 2013, Opposer served Applicant with Opposer’s First Set of 

Interrogatories and Request for Production of Documents and Things (“Opposer’s Discovery 

Requests”)1 by First Class Mail.  Borchard Decl. ¶ 4 and Ex. B.  Applicant’s responses were due 

on March 26, 2013.  Id.    

On March 19, 2013, Applicant’s counsel called Opposer’s counsel to request an 

extension of Applicant’s deadline to respond to Opposer’s Discovery Requests. Borchard Decl. ¶ 

5.  Opposer’s counsel and Applicant’s counsel had a brief telephone conversation, but 

Applicant’s counsel had to go before they finished their conversation.  Id.  After being unable to 

reach Applicant’s counsel again by phone, Opposer’s counsel sent Applicant’s counsel an email 

on March 21, 2013 indicating that Opposer would consent to a 60 day extension of Applicant’s 

deadline to respond to Opposer’s Discovery Requests on condition that all other dates would be 

extended for 90 days and putting forth a settlement proposal. Borchard Decl. ¶ 6 and Ex. C 

(redacting confidential settlement matter).   

On March 26, 2013, after not receiving a response from Applicant’s counsel, Opposer’s 

counsel sent an email to Applicant’s counsel indicating that in light of the fact that Applicant’s 

counsel had not responded to Opposer’s counsel’s March 21, 2013 email, Opposer’s counsel 

believed that Applicant’s counsel had accepted Opposer’s consent to a 60 day extension of 

Applicant’s deadline to respond to Opposer’s Discovery Requests on condition that all other 

dates are extended for 90 days, and that Opposer’s counsel would prepare a motion to consent to 

                                                 
1 This Motion does not address Opposer’s simultaneously-served First Set of Requests for 
Admission because Applicant also failed to respond to those requests and they are thus deemed 
admitted. 
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extend the deadlines if he did not hear otherwise from Applicant’s counsel.  Borchard Decl. ¶ 7 

and Ex. D.   

On March 27, 2013, Opposer’s counsel prepared and filed a Motion for an Extension of 

Answer or Discovery or Trial Periods With Consent to extend Applicant’s deadline to respond to 

Opposer’s Discovery Requests by 60 days and to extend all other dates by 90 days, which was 

granted the same day.  Borchard Decl. ¶ 8 and Ex. E.   

On the morning of June 3, 2013, having not yet received Applicant’s responses to 

Opposer’s Discovery Requests which were due by the extended deadline of May 25, 2013, 

Opposer’s counsel called and left a message for Applicant’s counsel requesting that Applicant’s 

counsel contact Opposer’s counsel.  Borchard Decl. ¶ 9.  Later on June 3, 2013, having still not 

heard anything from Applicant’s counsel, Opposer’s counsel emailed Applicant’s counsel 

advising that, if he did not hear from him by Wednesday, June 5, 2013 by 5:00 p.m, he would 

need to make a motion to compel Applicant’s responses to Opposer’s Discovery Requests.  

Borchard Decl. ¶ 10 and Ex. F. 

To date, Applicant has not provided responses to Opposer’s Discovery Requests, nor has 

Applicant’s counsel otherwise acknowledged Opposer’s counsel June 3, 2013 message and 

email, leaving Opposer with no choice but to make this motion to compel. Borchard Decl. ¶ 11. 

ARGUMENT 
 

OPPOSER’S MOTION TO COMPEL SHOULD BE GRANTED  

A motion to compel should be granted where, as here, after a movant has made a good 

faith effort to resolve the matter, a party refuses to provide timely discovery responses, including 

interrogatory responses and documents and things.  37 C.F.R. §2.120(e); TBMP 523;  Envirotech 

Corp. v. Compagnie Des Lampes, 219 U.S.P.Q. 448 (T.T.A.B. 1979);  General Sealer Corp. v. 

H.H. Robertson Co., 193 U.S.P.Q. 384 (T.T.A.B. 1976). An order compelling Applicant to 
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respond to discovery is plainly warranted here.  As mentioned above and set forth more fully 

below, Applicant has not served any responses to Opposer’s Discovery Requests, nor has 

Applicant addressed Opposer’s Discovery Requests. 

Opposer is entitled to responses to its discovery requests in order to pursue this 

opposition and submit appropriate evidence in support of its claims.  As set forth above and in 

the attached Declaration of William M. Borchard, before filing this motion, Opposer, by its 

attorneys, made a good faith effort to resolve these issues. Nevertheless, Applicant has failed to 

produce responses to Opposer’s Discovery Requests, leaving Opposer no choice but to seek the 

Board’s assistance in compelling Applicant’s response. 

For the foregoing reasons, Opposer respectfully requests that the Board issue an order   

compelling Applicant to respond to Opposer’s Discovery Requests.  Opposer further requests 

that this matter be suspended and that the pretrial disclosures, trial and other periods be reset 

once the Board decides this motion. 

Dated: New York, New York 
 June 6, 2013    Respectfully submitted, 
   
      COWAN, LIEBOWITZ & LATMAN, P.C. 
      Attorneys for Opposer 
 
      By:___/Maya L. Tarr/    
       William M. Borchard 

Mary L. Kevlin 
       Maya L. Tarr 
 
      1133 Avenue of the Americas 
      New York, New York  10036 
      (212) 790-9200 
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CERTIFICATE OF SERVICE 
 

I HEREBY CERTIFY that, on June 6, 2013, I caused a true and correct copy of the 

foregoing Opposer’s Motions to Compel and to Suspend and supporting Declaration of William 

M. Borchard to be sent via First Class Mail, postage prepaid, to Applicant’s Attorney of Record, 

David Yan, Esq., Law Offices of David Yan, 136-20 38th Avenue, Suite 11E, Flushing, New 

York 11354-4232. 

         /Maya L. Tarr/ ___      
             Maya L. Tarr 
 
 


















































































